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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments, see pages 1 -24, filed 06/29/09, with respect to the 
rejection(s) of claim(s) 1-9, 12-19, 21, 23, 24, 52, and 72-74 under 103(a) have been 
fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
Rignell (US 2003/0122746) in view of Kardach (US 2003/0001020). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 , 3-5, 1 2, 1 3, 1 5, 1 8, 1 9, 21 , and 52 are rejected under 35 U.S.C. 1 03(a) 
as being unpatentable over Rignell (US 2003/0122746) in view of Kardach (US 
2003/0001020). 

Regarding Claim 1, Rignell teaches a method of associating in computer memory 
(Page 2, paragraph 16) 

(i) a digital electronic version of printed human-discernible content of a printed 
document comprising a sheet having a machine-readable pattern adapted to enable the 
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position of a digital pattern reading device to be determined (Page 3, paragraph 48) and 
said human-discernible content with 

(ii) the identity of a sheet upon which the content is printed (Page 3, paragraph 
50), the method comprising: 

printing the content onto a sheet using a second printer, said sheet comprising a 
pre-patterned sheet that has been pre-printed by a first phnter with said pattern (Page 2, 
paragraph 22 and Figure 3, element 301 , wherein it is shown that the preprinted sheets 
are bought, therefore not printed on the same printer); and 

storing a correlation between said identity code and said digital electronic version 
in computer memory (Page 5, paragraph 69). 

Rignell does not teach transferring a machine-readable identity code between 
said second printer and said sheet at around the time of printing said content. 

Kardach teaches teach transferring a machine-readable identity code between 
said second printer and said sheet at around the time of printing said content (Page 2, 
paragraph 21). 

Rignell and Kardach are combinable because they both teach making edits with 
digital paper. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Rignell with the teachings of 
Kardach for the purpose of allowing the document to be distinguished between other 
document though the use of an identifier (Kardach: page 1 , paragraph 1 1 ). 
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Regarding Claim 3, Rignell does not teach wherein said identity code is printed 
on said sheet by said second printer. 

Kardach does teach wherein said identity code is printed on said sheet by said 
second printer (Page 1 , paragraph 1 1 ). 

Rignell and Kardach are combinable because they both teach making edits with 
digital paper. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Rignell with the teachings of 
Kardach for the purpose of allowing the document to be distinguished between other 
document though the use of an identifier (Kardach: page 1 , paragraph 1 1 ). 

Regarding Claim 4, Rignell does not teach wherein a plurality of sheets have the 
same pre-printed pattern as provided by the first printer and are given individual 
identities by using said second printer to apply different machine-readable identity 
codes to each of them at around the time of printing each sheet. 

Kardach does teach wherein a plurality of sheets have the same pre-printed 
pattern as provided by the first printer and are given individual identities by using said 
second printer to apply different machine-readable identity codes to each of them at 
around the time of printing each sheet (Page 3, paragraph 27). 

Rignell and Kardach are combinable because they both teach making edits with 
digital paper. 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Rignell with the teachings of 
Kardach for the purpose of allowing the document to be distinguished between other 
document though the use of an identifier (Kardach: page 1 , paragraph 1 1 ). 

Regarding Claim 5, Rignell does not teach wherein said machine-readable 
identity code comprises at least one code from the group: 

(i) a pattern of dots; 

(ii) a pattern of lines; 

(iii) a pattern of printed objects whose positions and/or shapes code for an 
identity; 

(iv) a position determining pattern; 

(v) a bar code. 

Kardach does teach wherein said machine-readable identity code comprises at 
least one code from the group: 

(i) a pattern of dots; 

(ii) a pattern of lines; 

(iii) a pattern of printed objects whose positions and/or shapes code for an 

identity; 

(iv) a position determining pattern; 

(v) a bar code (Page 3, paragraph 34). 



Application/Control Number: 10/820,630 Page 6 

Art Unit: 2625 

Rignell and Kardach are combinable because they both teach making edits with 
digital paper. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Rignell with the teachings of 
Kardach for the purpose of allowing the document to be distinguished between other 
document though the use of an identifier (Kardach: page 1 , paragraph 1 1 ). 

Regarding Claim 12, Euchner teaches a method of associating in computer 
memory a digital electronic version of printed human discernible content of a printed 
document with an identity code adapted to identify said document (Page 3, paragraph 
48), the method comprising: 

using a plurality of pages of pre-patterned digital paper that have been pre- 
printed by a first printer with a position-determining pattern, said pattern being adapted 
to enable a digital pen to acquire information from said pattern to enable the position of 
said pen on said pattern to be determined (Figure 3, element 301 Page 3, paragraph 
37, and Page 4, paragraph 51 , wherein it is shown that the preprinted sheets are 
bought, therefore not printed on the same printer); 

printing said content on said digital paper using a second printer (Page 2, 
paragraph 22); 

and associating in computer memory, using said code transferred, at the time of 
printing said content onto said pre-patterned paper, a digital electronic version of said 
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content with tlie identity code for tine particular sheet of digital paper upon which said 
content is printed (Page 5, paragraph 69). 

Rignell does not teach using said content printer to be instrumental in conveying 
an identity code to or from the paper. 

Kardach does teach using said content printer to be instrumental in conveying an 
identity code to or from the paper (Page 2, paragraph 21). 

Regarding Claim 13, Rignell does not teach wherein an identity code adapted to 
distinguish a specific sheet of pre-pattern digital paper is printed onto said specific sheet 
as part of an operation of printing said content onto said specific sheet, said identity 
code being readable by a digital pen and being capable of being used to distinguish 
data acquired by a digital pen from said specific sheet from data acquired by said pen 
from other sheets of pre- patterned paper having the same position-determining pattern 
on them as does said specific sheet 

Kardach teaches wherein an identity code adapted to distinguish a specific sheet 
of pre-pattern digital paper is printed onto said specific sheet as part of an operation of 
printing said content onto said specific sheet, said identity code being readable by a 
digital pen and being capable of being used to distinguish data acquired by a digital pen 
from said specific sheet from data acquired by said pen from other sheets of pre- 
patterned paper having the same position-determining pattern on them as does said 
specific sheet (Page 3, paragraph 27). 
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Regarding Claim 15, Rigneli does not teach wherein a plurality of different 
identity codes are printed on a respective plurality of pre-patterned sheets each having 
the same pre-printed position-determining pattern, said identity codes enabling a digital 
pen to acquire sheet identity data to enable data acquired from each sheet to be 
distinguished from data acquired from other sheets 

Kardach teaches wherein a plurality of different identity codes are printed on a 
respective plurality of pre-patterned sheets each having the same pre-printed position- 
determining pattern, said identity codes enabling a digital pen to acquire sheet identity 
data to enable data acquired from each sheet to be distinguished from data acquired 
from other sheets (Page 3, paragraph 27). 

Regarding Claim 18, Rigneli does not teach wherein said identity code is printed 
in an area of said pre-patterned paper which is from the group: 

(i) free of pattern; 

(ii) substantially free of pattern (Page 3, paragraph 30). 

Kardach teaches wherein said identity code is printed in an area of said pre- 
patterned paper which is from the group: 

(i) free of pattern; 

(ii) substantially free of pattern (Page 3, paragraph 30). 

Regarding Claim 19, Rigneli further teaches wherein an area of said sheets from 
the group: 
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(i) all of a surface of each of the sheets; 

(ii) substantially all of a surface of each of the sheets; 
(ill) at least half of the surface area of each of the sheets; 
(iv) at least a tenth of the surface area of each of the sheets; 
are pre-printed with pattern (Page 3, paragraph 38). 

Regarding Claim 21, Rignell further teaches wherein said second printer is 
(i) not capable of printing said pattern satisfactorily; or 
(11) configured not to be capable of printing said pattern satisfactorily (Page 2, 
paragraph 22). 

Regarding Claim 52, Rignell teaches a method of combining pen strokes made 

with a digital pen upon a digital sheet having pen position-determining pattern printed 
upon it and human-discernible content printed upon it (Page 3, paragraphs 31 and 33) 
comprising: 

printing said sheet with said pattern in a pre-patterning operation with a first 
printer to create a pre-patterned sheet (Figure 3, element 301 Page 3, paragraph 37, 
and Page 4, paragraph 51 , wherein it is shown that the preprinted sheets are bought, 
therefore not printed on the same printer); 

subsequently printing said content onto said pre-patterned sheet using a second 
printer to create a content-printed digital sheet (Page 2, paragraph 22); 
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associating in computer memory a Wnk between said identity code and an 
electronic version of said content tliat was printed on said slieet (Page 5, paragraph 
69); 

using a digital pen to make pen strokes on said content-printed sheet (Page 3, 

paragraph 39); 

conveying pen-acquired pen-position data, relating to the position of said pen in 
said pattern to a processor (Page 3, paragraph 39); 

the processor using the pen-acquired identity code, the pen acquired pen- 
position data, and the link between said identity code and said electronic version of said 
content to combine said pen strokes with said content (Page 3, paragraphs 39 and 49, 
wherein the identify code is acquired from Kardach). 

Rignell does not teach transferring an identity code between said second printer 
and said sheet to enable the identity of said sheet to be established in a subsequent 
pen-on-sheet writing operation, the transfer of said identity code occurring in the same 
time frame as phnting said content onto said sheet; 

using the digital pen to acquire said identity code from said content- printed 

sheet. 

Kardach does teach transferring an identity code between said second printer 
and said sheet to enable the identity of said sheet to be established in a subsequent 
pen-on-sheet writing operation, the transfer of said identity code occurring in the same 
time frame as printing said content onto said sheet (Page 2, paragraph 21); 
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using tlie digital pen to acquire said identity code from said content- printed slieet 
(Page 2, paragrapin 26). 

4. Claims 2, 6-9, 14, 16 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rignell (US 2003/0122746) in view of Kardach (US 2003/0001020) 
further in view of Euchner (US 7,1 1 1 ,230). 

Regarding Claim 2, Rignell in view of Kardach does not teach wherein said 
identity code is read from said sheet by said second printer. 

Euchner further teaches wherein said identity code is read from said sheet by 
said second printer (Column 9, lines 19-25). 

Rignell in view of Kardach and Euchner are combinable because they all deal 
with editing digital documents. 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Rignell in view of Kardach with the 
teachings of Euchner for the purpose of identifying the user who made the edits 
(Euchner: Column 5, lines 41-55). 

Regarding Claim 6, Rignell further teaches said second printer uses data from a 
digital electronic version of content to print said content onto said pre-patterned sheet 
(Page 2, paragraph 22); and 
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wherein said association is made in computer memory between said digital 
electronic version of said content and said identity of pattern (Page 3, paragraph 48). 

Rignell in view of Kardach does not teach wherein the second printer which prints 
said content onto said pre-patterned sheet has a pattern reading device, and wherein 
said second printer acquires data from said pre-printed pattern on the said sheet that is 
to be printed with content, in order to enable the identity of pattern on said sheet to be 
established, thereby enabling said association to be made in computer memory. 

Euchner does teach wherein the second printer which prints said content onto 
said pre-patterned sheet has a pattern reading device, and wherein said second printer 
acquires data from said pre-printed pattern on the said sheet that is to be printed with 
content, in order to enable the identity of pattern on said sheet to be established, 
thereby enabling said association to be made in computer memory (Column 9, lines 19- 
38, wherein Rignell shows that the pattern is printed on a separate printer beforehand). 

Rignell in view of Kardach and Euchner are combinable because they all deal 
with editing digital documents. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Rignell in view of Kardach with the 
teachings of Euchner for the purpose of identifying the user who made the edits 
(Euchner: Column 5, lines 41-55). 

Regarding Claim 7, Rignell in view of Kardach does not teach wherein said pre- 
printed pattern is associated in computer memory with specific digital electronic content 
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and wherein upon recognition of said pattern using data acquired by said pattern 
reading device of said second printer, said specific digital electronic content is caused to 
be printed onto said pre-patterned sheet as human-discernible content. 

Euchner teaches wherein said pre-printed pattern is associated in computer 
memory with specific digital electronic content and wherein upon recognition of said 
pattern using data acquired by said pattern reading device of said second printer 
(Column 9, lines 19-38, wherein Rignell shows that the pattern is printed on a separate 
printer beforehand), said specific digital electronic content is caused to be printed onto 
said pre-patterned sheet as human-discernible content (Column 9, lines 19-38, wherein 
Rignell shows that the pattern is printed on a separate printer beforehand). 

Rignell in view of Kardach and Euchner are combinable because they all deal 
with editing digital documents. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Rignell in view of Kardach with the 
teachings of Euchner for the purpose of identifying the user who made the edits 
(Euchner: Column 5, lines 41-55). 

Regarding Claim 8, Rignell in view of Kardach does not teach wherein different 
users have different pattern associated with them and wherein upon recognition of their 
pattern from data from said second printer's pattern reading device said content printer 
is caused to print user-specific content onto said sheet. 
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Euchner does teach wherein different users have different pattern associated 
with them and wherein upon recognition of their pattern from data from said second 
printer's pattern reading device said content printer is caused to print user-specific 
content onto said sheet (Column 5, lines 47-55). 

Rignell in view of Kardach and Euchner are combinable because they all deal 
with editing digital documents. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Rignell in view of Kardach with the 
teachings of Euchner for the purpose of identifying the user who made the edits 
(Euchner: Column 5, lines 41-55). 

Regarding Claim 9, Rignell further teaches wherein said human-discernible 
content comprises document-type content and user-specific content, wherein one from 
the group: 

(i) document-specific content; and 

(ii) user-specific content is selected by a user, and the other from said group is 
obtained from a predetermined correlation between said identity code that has been 
read by said printer and a digital electronic version said content (Page 3, paragraph 48). 

Regarding Claim 14, Rignell in view of Kardach does not teach wherein an 
identity code adapted to distinguish a specific sheet of pre-patterned digital pattern is 
printed on said specific sheet in an operation prior to printing said content onto said 
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specific slieet, and wherein a second printer which prints said content onto said pre- 
patterned paper has an identity code reading device, said second printer being capable 
of acquiring data from said identity code, said identity code being capable of being used 
to distinguish data acquired by a digital pen from said specific sheet from data acquired 
by said pen from other sheets of pre-patterned paper having the same position- 
determining pattern on them as does said specific sheet, to enable said association to 
be made between said digital electronic version of said content and said identity code 

Euchner teaches wherein an identity code adapted to distinguish a specific sheet 
of pre-patterned digital pattern is printed on said specific sheet in an operation prior to 
printing said content onto said specific sheet, and wherein a second printer which prints 
said content onto said pre-patterned paper has an identity code reading device, said 
second printer being capable of acquiring data from said identity code, said identity 
code being capable of being used to distinguish data acquired by a digital pen from said 
specific sheet from data acquired by said pen from other sheets of pre-patterned paper 
having the same position-determining pattern on them as does said specific sheet, to 
enable said association to be made between said digital electronic version of said 
content and said identity code (Column 8, lines 4-10 and Column 9, line 19-25). 

Regarding Claim 16, Rignell in view of Kardach does not teach wherein said 
identity code is associated in computer memory with specific digital electronic content 
and wherein upon recognition of said identity code using data acquired by said identity 
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code reading device of said second printer, said specific digital electronic content is 
caused to be printed onto said pre-patterned sheet as human discernible content. 

Euchner further teaches wherein said identity code is associated in computer 
memory with specific digital electronic content and wherein upon recognition of said 
identity code using data acquired by said identity code reading device of said second 
printer (Column 9, lines 19-25), said specific digital electronic content is caused to be 
printed onto said pre-patterned sheet as human discernible content (Column 9, line 19- 
25). 

Regarding Claim 17, Rignell in view of Kardach does not teach wherein different 
users have different identity codes associated with them and wherein upon recognition 
of their identity code from data from said second printer's identity code reading device 
said second printer is caused to print user-specific content onto said sheet. 

Euchner teaches wherein different users have different identity codes associated 
with them and wherein upon recognition of their identity code from data from said 
second printer's identity code reading device said second printer is caused to print user- 
specific content onto said sheet (Column 5, lines 46-55). 

5. Claims 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over obviousness by Rignell (US 2003/0122746) in view of Kardach (US 
2003/0001020). 
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Regarding Claim 23, Rignell in view of Kardach does not teach wherein said first 
printer has substantially better print resolution than does said second printer. 

Official notice is taken that if the printed pattern can be printed by another printer, 
or pre-printed, then the printer that is doing the printing of the pattern would have better 
resolution then the second printer. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to use a printer to print the pattern out on a printer that has 
better resolution because the printer that has better resolution would be more preferable 
to print out the pattern. 

Regarding Claim 24, Rignell further teaches wherein pre-printed digital paper is 
taken from said first printer and put into a plurality of second printers (Page 2, 
paragraph 22 Page 4, paragraph 52). 

6. Claims 72-74 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rignell (US 2003/0122746) in view of Kardach (US 2003/0001020) further in view of 
Korst (US 7,050,181). 

Regarding Claim 72, Rignell in view of Kardach does not teach wherein the 
second printer is an existing legacy printer. 

Korst does teach wherein the second printer is an existing legacy printer (Column 
2, lines 1 1-33, wherein Korst states to modify an existing legacy printer to accept 
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commancls as if it was a regular printer. Therefore since Korst states that a legacy 
printer can function as a regular printer, Rignell's printer can be modified to be a legacy 
printer.). 

Rignell in view of Kardach and Korst are combinable because they both teaching 
printing documents. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Rignell in view of Kardach with 
Korst for the purpose of having a legacy printer function as a current printer (Column 2, 
lines 11-15). 

Regarding Claim 73, Rignell in view of Kardach does not teach wherein the 
second printer is an existing legacy printer. 

Korst does teach wherein the second printer is an existing legacy printer (Column 
2, lines 1 1-33, wherein Korst states to modify an existing legacy printer to accept 
commands as if it was a regular printer. Therefore since Korst states that a legacy 
printer can function as a regular printer, Rignell's printer can be modified to be a legacy 
printer.). 

Rignell in view of Kardach and Korst are combinable because they both teaching 
printing documents. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Rignell in view of Kardach with 
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Korst for the purpose of having a legacy printer function as a current printer (Column 2, 
lines 11-15). 

Regarding Claim 74, Rignell in view of Kardach does not teach wherein the 
second printer is an existing legacy printer. 

Korst does teach wherein the second printer is an existing legacy printer (Column 
2, lines 1 1-33, wherein Korst states to modify an existing legacy printer to accept 
commands as if it was a regular printer. Therefore since Korst states that a legacy 
printer can function as a regular printer, Rignell's printer can be modified to be a legacy 
printer.). 

Rignell in view of Kardach and Korst are combinable because they both teaching 
printing documents. 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Rignell in view of Kardach with Korst 
for the purpose of having a legacy printer function as a current printer (Column 2, lines 
11-15). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas C. Pachol whose telephone number is 571- 
270-3433. The examiner can normally be reached on M-Thr, 8:00 a.m.- 4:00 p.m. 
(EST), Fridays off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler L. Haskins can be reached on 571-272-7406. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/King Y. Poon/ 

Supervisory Patent Examiner, Art Unit 2625 
/N. 0. P./ 

Examiner, Art Unit 2625 
09/10/09 



